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DETAILED ACTION 

1 . This office action is in response to applicant's request for continued examination 
filed on 12/12/2005. Claims 1-3 and 5-24 are currently pending in the application. 

Claim Rejections - 35 (JSC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 1-3. 5-9, 11-18 and 20-24 are rejected under 35 U.S.C. 102(e) as being 
anticipated bv U.S. Patent No. 6.754.484 B1 to Hiltunen et al. (hereinafter. "Hiltunen"). 
of record. 

The applied reference has a common assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1.132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1.131. 
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In regard to claim 1 . Hiltunen discloses a method for transmitting location-based 
message within a communication system, the method comprises at least the following 
steps: 

a positioning step for determining the position of the 
sender's wireless communication device [see col. 1 , lines 48-61], 

a range definition step for defining the message 
transmission range based on the current position of the sender's 
wireless communication device (see col. 1 , lines 48-61 , range definition being 
the operating area of the beacon), 

a validity period definition (i.e., time limitation parameter) step 
for defining a validity period for the message (see col. 2, lines 5-1 1), 

a step of sending the message from the wireless 
communication device of the sender to the communication system 
(see abstract, col. 1, line 62 - col. 2, line 4, where a message is transferred from a 
sender to a recipient directly or through the communication system), 

a detection step for detecting whether the recipient of the 
message is located within the message transmission range (see FIG. 
3, step 3.8, where the presence of a recipient's device is detected), and 

a presentation step, wherein via the communication system, 
the message is presented in the wireless communication device of 
the recipient, in case said recipient of the message is located 
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within the message transmission range (see col. 7, lines 21-26, where a 
message is transmitted to devices that are within the operation range of the beacon) . 

In regard to claim 16 . claim 16 does not substantially differ from claim 1 in that it 
recites a system comprising the means to carryout the method of claim 1 . Therefore, 
see the claim 1 rejection for details. 

In regard to claim 22 . claim 22 does not substantially differ from claim 1 in that it 
recites a message service center comprising the means to carryout the method of claim 

1 . Therefore, see the claim 1 rejection for details. 

In regard to claim 23 , claim 23 does not substantially differ from claim 1 in that it 
recites a wireless communication device comprising the means to carryout the method 
of claim 1. Therefore, see the claim 1 rejection for details. Also, see col. 1, line 48 - col. 

2, line 26. 

In regard to claim 24 . claim 24 does not substantially differ from claim 1 in that it 
recites a wireless communication device comprising the means to carryout the method 
of claim 1, with the exception of the limitation "storage means for storing 
message" (see FIG. 3, step 3.3 and col. 6, lines 6-28). Therefore, see the claim 1 
rejection for details. 
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In regard to claim 2 . see col. 5, lines 12-28, where a selected group is intended 
to receive the message. 

In regard to claim 3 . see col. 7, lines 21-26, where a message is transmitted to 
devices (i.e., anyone) that are within the operation range of the beacon. 

In regard to claim 5 . see col. 3, lines 21-39, where the network (i.e. 
communication system) between the devices is responsible for storing and routing 
messages. 

In regard to claim 6 . see abstract, col. 1, line 62 - col. 2, line 4 and col. 7, lines 
42-64, where a message is transferred from a sender to a recipient directly or through 
the communication system. Furthermore, it is apparent that during direct transfer from 
the sender to a recipient the message is transferred to the recipient where it is stored for 
viewing. 

In regard to claim 7 and 18 . see col. 1 , lines 12-20 and col. 4, line 45, where 
Hiltunen disclose the use of a GSM network which inherently comprises a base station 
(BS) in order arrange communication between wireless communication device. 
Furthermore, the beacon transmitter (BT) reads on a BS. 
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In regard to claims 8 and 9 . Hiltunen discloses the transfer of the message 
through the use of plurality of beacons (e.g., Home Location Register (HLR) and Visiting 
Location Registers (VLRs)). The HLR would in this case be the area, which the wireless 
communication device of the sender communicates within and the VLRs would be the 
area where a sender's communication device can receive the transmitting message. 

In regard to claims 1 1. 12. 20 and 21 . Hiltunen discloses the use of short-range 
wireless communication network (i.e. Bluetooth), which directly or indirectly connects 
wireless devices for location-based messaging, thus forming a wireless local are 
network. For further details, see the claim 1 rejection for details. 

In regard to claim 13 . range of the beacon is a geographical area which would be 
the message transmission range. See, the claim 1 rejection for further details. 

In regard to claim 14 and 15 . Hiltunen discloses use of GSM network (see col. 1, 
lines 12-20 and col. 4, line 45), wherein the presence of a mobile station (MS) is 
determined through pilot signal transmitted in intervals and when a MS enters a new 
operating area it registers itself [i.e., sets up communication between the MS and the 
base station (i.e., communication device)]. 

In regard to claim 17 . see the claim 1 rejection for details. 
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Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. Claims 1, 10, 16, 19 and 22-24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent No. 6,1 19,014 to Alperovich et al. (hereinafter, 
"Alperovich") in view of U.S. Patent No. 5,946,630 to Willars et al. (hereinafter, 
"Willars"). of record. 

In regard to claim 1 . Alperovich discloses a method for transmitting location- 
based message within a communication system, the method comprises at least the 
following steps: 

a positioning step for determining the position of the 
sender's wireless communication device [see abstract, col. 2, line 28 - col. 
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3, line 1 1 , where the origination of the SMS at the serving MSCA/LR is the position of 
the sender], 

a range definition step for defining the message 
transmission range based on the current position of the sender ! s 
wireless communication device (see abstract, where the sender specifies that 
a message is to be delivered only when a subscriber is in a certain area), 

a step of sending the message from the wireless 
communication device of the sender to the communication system 
(see abstract, FIG. 3, and col. 4, lines 29-31, an SMS message is forwarded from a 
subscriber to the a recipient MS), 

a detection step for detecting whether the recipient of the 
message is located within the message transmission range (see col. 
5, lines 50-58, where the system periodically checks to see if the recipient MS is within 
the location area specified by the sender), and 

a presentation step, wherein via the communication system, 
the message is presented in the wireless communication device of 
the recipient, in case said recipient of the message is located 
within the message transmission range (see col. 5, lines 50-58, where once 
the recipient MS is in the location specified by the sender, the SMS is forwarded to the 
recipient for viewing/presenting) . 

Although, Alperovich discloses the limitations stated above and also provides a 
method for a sender to specify the time of delivery (see col. 4, lines 52-65), he fails to 
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expressly disclose a validity period definition step for defining a 
validity period for the message, 

However, Willars teaches a method where a sender of an SMS message 
specifies a validity period after which the destination SMS-C discards the SMS message 
(col. 4, lines 45-54). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of applicant's invention to modify the teaching of Alperovich and provide a validity 
period definition step for a sender to specify a validity period for a SMS message 
intended for a recipient MS so that if the SMS was not forwarded to a recipient within a 
specified time the SMS system can discard the message. The motivation to modify the 
teaching of Alperovich would have been to conserve memory space for newer 
messages. 

In regard to claim 16 , claim 16 does not substantially differ from claim 1 in that it 
recites a system comprising the means to carryout the method of claim 1 . Therefore, 
see the claim 1 rejection for details. 

In regard to claim 22 , claim 22 does not substantially differ from claim 1 in that it 
recites a message service center comprising the means to carryout the method of claim 
1 . Therefore, see the claim 1 rejection for details. 
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In regard to claim 23 . claim 23 does not substantially differ from claim 1 in that it 
recites a wireless communication device comprising the means to carryout the method 
of claim 1 . Therefore, see the claim 1 rejection for details. 

In regard to claim 24 . claim 24 does not substantially differ from claim 1 in that it 
recites a wireless communication device comprising the means to carryout the method 
of claim 1 , with the exception of the limitation "storage means for storing message" (see 
abstract, where a sender specifies a delivery time for the message, thus the system 
inherently stores the message for delivery at the specified time). Therefore, see the 
claim 1 rejection for details. 

In regard to claims 10 and 19 . see Alperovich, see col. 5, lines 27-34, where the 
location area is a latitude and longitude coordinates (i.e., Global Positioning Satellite 
points) or a specific geographical reference points. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Samir S. Karovalia whose telephone number is 
(571)272-8133. The examiner can normally be reached on Monday-Friday, 8:30am - 
5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Due Nguyen can be reached on (571)272-7503. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

SSK/ssk 
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